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Overview

● What is inventorship?

● What is assignment?



Why is Inventorship Relevant?



Why is Inventorship Relevant?

● US Constitution gives our federal government
the power to grant patents to inventors

● Article 1, section 8, clause 8 recites:

● “To promote the Progress of Science and
useful Arts, by securing for limited Times to 
Authors and Inventors the exclusive Right to
their respective Writings and Discoveries;”



Why is Assignment Relevant?

• The government gives patent rights to the inventors

• The inventors can then assign all or some of their patent rights to other
parties in exchange for compensation

• Patents are property and can be owned and exploited, sold, or licensed 
just like any other property



Inventorship vs. Assignment

• Inventorship and ownership (assignment) are two different concepts

• The owner enjoys all the rights and benefits provided by the patent

• The inventor is usually the initial owner of a patent application but
is often obligated to assign his/her rights to the employer

• Once the inventor assigns his/her rights to the patent, the inventor
no longer enjoys the rights of the patent



Assignor Estoppel
• Prevents an assignor from challenging patent

invalidity in litigation

• Minerva Surgical v. Hologic, Inc. (No. 20-
440, 2021 WL 2653265 (U.S. June 29, 2021)
limited estoppel to any express or implied
representations about validity at the time of
the assignment.



Licensee Estoppel

• In some jurisdictions, a patent licensee is estopped from challenging
validity of a licensed patent

• In the USA, this doctrine was overturned in Lear v. Adkins, (395 U.S.
653, 1969) but only for patents



Inventorship



Who is an Inventor?
• A person listed as an inventor on a patent must meet the legal standard

for inventorship

• In the US, an inventor is a person who contributed to the
conception of the claimed invention (MPEP 2137.01)

• Conception is defined as formation in the mind of the inventor, of a 
definite and permanent idea of the complete and operative invention,
as it is thereafter to be applied in practice (MPEP 2137.01)



Who is an Inventor?
• In other words, a person has conceived an invention when their idea is clear

enough to enable one skilled in the art to implement the invention in a
practical form (reduction to practice)

• The inventor does not need to reduce the invention to practice

• (MPEP 2137.01)
• In the US inventorship is based only on the claims, not the entire disclosure

• Some countries, inventorship is based on the teachings of the
disclosure



Who is an Inventor?
• A person who implements (builds, codes, or carries out) an invention

under the direction of someone else who conceived of the entire idea,
is not an inventor unless they make additional inventive contributions

• Examples

• You come up with a new molecule and task a lab worker to 
synthesize it – the lab worker is not an inventor

• If the lab worker modifies the molecule (e.g., produces a 
derivative), he/she may be an inventor



Who is an Inventor?
• A patent application or patent can have multiple inventors

• Does not require equal contribution

• Only needs to be an inventor of 1 claim minimum

• Do not confuse journal article authorship rules/standards with patent inventorship

• A company can never be an inventor

• Some case law suggests that AI cannot be an inventor

• Inventorship controlled by Federal law

• Disputes resolved at PTO or in Federal court



Artificial Intelligence (AI) & Inventorship

• Can AI be a named inventor on a patent? Recent case law around the world is not consistent

• In 2021, South African patent office became first country to award a patent to an artificial intelligence (AI
named DABUS – device for the autonomous bootstrapping of unified sentience).

• Patent was directed to a food container design based on fractal geometry

• No patent examination in ZA. Patent is registered and is valid unless 3rd party challenges
validity.

• Australian Federal court also ruled that AI (same DABUS) can be a named inventor for an invention related
to a food container and a signal beacon



Artificial Intelligence (AI) & Inventorship
● At EPO, AI cannot be an inventor based on two denials in 2020

● In the USA, inventor must be a human. AI cannot be an inventor. Thaler v. Hirshfeld, 20-903, U.S.
District Court for the Eastern District of Virginia (Alexandria)

● Issues: How can the same patent in two different jurisdictions have different inventorship? In the US,
if AI is an inventor but cannot be listed as an inventor, then is the US patent valid? How are rights to
the invention handled?

● Have to look at the law in each jurisdiction. Some refer only to human inventors (e.g. using
pronouns like he/her, or require mental conception which can only be performed by a human



Is the Patent Attorney an Inventor?

• As the patent attorney be careful about inserting your own improvements and features
into the application so you do not become an inventor

• You can ask “does your invention do X” or “does your invention include y”

• Solomon v. Kimberly-Clark Corp the Fed. Cir. found that patent attorney is not an inventor in a
patent application he/she is prosecuting because the patent attorney’s role is to define the
invention and that should not force it to compete against the client or assert inventorship



Inventorship Can Change
• Inventorship can change during patent prosecution

• Example

• You file a patent application with claims 1-20 and inventors A, B, and C

• During patent prosecution, you amend your claims to overcome prior art rejections or
cancel/add claims

• The amendments may change inventorship

• If inventorship changes you have to update the patent application inventorship



Order of Inventors – Does it Matter?
• Example

• Inventorship is listed as Smith, Jones, Doe

• Inventorship is listed at Jones, Smith, Doe

• No legal significance to order of inventors

• But in reality ego/politics can play a role in determining who the first listed inventor is

• If you want to change the order of inventors you have to file a papers with the PTO and that
costs money



Correction of Inventorship

• If there was no deceptive intent then
you can correct inventorship using
the procedure in 37 CFR 1.48

• You can also file a lawsuit under 35
USC section 256 to correct inventorship
in an issued patent



Correction of Inventorship 
During Prosecution

• Example of inventorship
change under 35 USC
section 256



Correction of Inventorship 
Following Issue

• Example of inventorship
change under 35 USC
section 256



Assignment



Ownership

• The inventor(s) is/are the first owner(s) of a patent application

• Typically, the inventors work for a company and are obligated to assign
their rights to the company, therefore the company becomes the owner
(assignee)



Ownership (cont’d)
• Other legal theories of ownership include:

• If you were hired to invent, invention likely owned by employer

• If you used your employer’s resources to invent, employer likely to
own invention

• Corporate officers may have a fiduciary duty to assign their inventions
to their employers

• Check employment/consulting agreements



Ownership (cont’d)

• Why do we care about inventors assigning their rights to the employer?

• Joint owners of a patent have equal undivided rights to make, use,
offer to sell, or sell the invention without consent from the other joint
owners

• Without assignment, inventors can license or sell their rights to
a competitor, or practice the invention on their own



Ethicon v.United States
Surgical Corp.

Ethicon. Inc. v. United States
Surgical Corp., 135 F.3d 1456,
1998

• Ethicon sued US Surgical for patent
infringement

• An omitted inventor contacted US Surgical and
licensed his rights to the patent to US Surgical

• The Court held that the omitted inventor was
indeed an inventor

• Because the omitted inventor licensed his
patent rights to US Surgical, US Surgical
was not infringing the patent

• The case was dismissed



Community Property & IP Ownership

• Certain states (e.g. California and Washington) are community property
states

• Certain property acquired during a marriage is community property and 
therefore equally owned by the married couple

• Does this apply to patents?



Community Property & IP Ownership (cont’d)
• See Enovys LLC v Nextel 06-CV-5306, August 3, 2010

• Plaintiff Enovyss sued defendant Nextel for patent infringement over GPS location 
technology

• Defendant argued that plaintiff did not have standing to bring the patent infringement
suit since all patent owners were not joined in the suit

• Defendant argued that inventor’s ex-wife was a co-owner based on community
property

• Court held that the CA state court’s divorce decree resolved ownership since both
parties agreed there was no community assets therefore no issue with standing

• What if there is no divorce and no state court judgment?



Assignment = Contract Law
• Assignment of the invention follows contract law

• Offer
• Acceptance
• Consideration
• These components are typically bundled as part of an employment

offer so there is not typically separate offer, acceptance,
consideration

• Sometimes employers will give the nominal $1 to an inventor
for assignment



Assignment Form







• Notarization
• Witness Signature
• Assignor/Assignee Signatures



How Do You Perfect Assignment?

• After an inventor executes the assignment form and assigns his/her 
invention to another party (typically a company), what do I do?

• Record the assignment with the USPTO
• Just like recording the deed to your house with the county registrar
• Provides public notice as to ownership



Confirmation 
Documents



How Do You Perfect Assignment (cont’d)?
• Note timeliness of recordation is important

• Assignment executed but not recorded
• 35 USC section 261:

• An interest that constitutes an assignment, grant or 
conveyance shall be void as against any subsequent
purchaser or mortgagee for a valuable consideration,
without notice, unless it is recorded in the Patent and
Trademark Office within three months from its date or prior
to the date of such subsequent purchase or mortgage.



Other Assignment Issues

• Obtain executed assignments promptly – inventors change jobs
and can be difficult to find later or, or may not cooperate

• Assign provisionals before conversion to PCT applications
• Important for foreign patent applications (e.g. European

applications) to benefit from the priority



Correction of Assignments
• Watch out for typos on the assignment

• Misspelled assignor/assignee

• Wrong company name

• ABC, Inc. vs. ABC Inc. vs. ABC LLC

• Wrong patent number or patent application serial number on assignment form

• If there is a mistake you have to correct it, see MPEP section 323

• Signatories initial/date the correction and then re-record the assignment as a corrective assignment

• Make sure chain of title is clean



Example of Corrective Assignment





Assignment – Backup Plan

• Generally a good idea for a company to have employment
agreements and consulting agreements with all
employees/consultants

• Include an invention assignment clause

• In case you cannot get the assignment executed you can
record the employment/consulting agreement as proof of
assignment



Assignment vs. Licensing

• Assignment = ownership

• Licensing = rights to use, no ownership

• Similar to renting/leasing a car vs. buying a car, or renting an
apartment/buying a house



Assignment vs. Licensing

• In an assignment you can slice up the invention and assign any or all of the 
invention in many different ways

• Similarly, in a license you can also limit the license to a field of use, a 
geographical territory, a time limit, etc.

• Like slicing a pie into big pieces and little pieces



Handy Tools

• Use your internal 
document/docketing system
(e.g. FIP)

• PTO website to check
inventorship and assignments



Thank you for your interest. 

Questions?
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These materials are for general informational purposes only. They are not intended to be legal 
advice, and should not be taken as legal advice. They do not establish an attorney-client relationship.
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